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DETAILED ACTION 

Examiner acknowledges receipt of request for continued examination under 37 CFR 
1.114, amendment, remarks and EDS filed 09/15/05. Claims 1-14, 17-30 and 40-48 are pending. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 09/15/05 has been entered. 

Applicants 1 Remarks: 

a) The specification as originally filed has support for 10% to 30% PO, 75%EO/25%PO, 
80%:20%, etc. 

b) The claims are amended to recite that the composition is suitable for use as a biocompatible 
tissue-bonding adhesive composition, exposure of the adhesive to tissue or water after 
polymerization leads to formation of hydrogel that comprises greater than 50% water by volume. 

c) That because the independent claims are allowable, the dependent claims are also allowable. 

2. Applicant's arguments filed 09/15/05 have been fully considered but they are not 
persuasive. 

Although, the argument with respect to the "about" 70% Or 75% is not persuasive, the 
rejection is withdrawn in light of the amendment to claims 1 and 30 deleting the "about." 

Exposing adhesive polymer to tissue or water after polymerization and subsequent 
formation of hydrogel where the hydrogel formed has taken up moisture/water in excess of 50% 
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is the property of the adhesive. Two adhesives that are the same would have the same properties 
of functions or act in the same way when exposed to tissue or water. 

According to MPEP 21 12.01 [R-2], " when the structure recited in the reference is 
substantially identical to that of the claims, claimed properties or functions are 
presumed to be inherent. Where the claimed and prior art products are identical or substantially 
identical in structure or composition , or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been established." In re 
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When the PTO 
shows a sound basis for believing that the products of the applicant and the prior art are 
the same, the applicant has the burden of showing that they are not." In re Spada, 911 
F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

In the present case, the composition/product of the prior art is the same as the claimed 
composition/product. 

Therefore, the independent claims are not allowable and the rejection of the dependent 
claims is maintained. 
The rejection follows. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 1-3 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Muller et al. 
(US 5,624,972). 

Muller discloses polymeric compositions comprising isocyanate-terminated polymers and 
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a polyisocyanate composition (column 3, lines 8-16) and the composition comprises at least two 
polyisocyanate compositions, one is low in NCO polyisocyanate and the other is high NCO 
polyisocyanate (abstract). Toluene diisocyanate (claim 6) and isophorone diisocyanate (column 
6, line 45) are examples of polyisocyanates. The functionality of the polyisocyanate terminated 
polyol is between 2 and 8 with an excess of isocyanate composition (column 3, lines 8-16). 
Additionally, Muller discloses that the composition comprises at least one other free 
polyisocyanate composition (See column 6, lines 38-62). Muller meets the limitations of claims 
1-3 and 8. 

Claim Rejections - 35 USC §103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 4-7, 9-14, 17-30 and 40-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muller et al. (US 5,624,972). 

Muller provides polymeric compositions comprising isocyanate-terminated polymers and 
a polyisocyanate composition as is discussed above. Muller does not specifically disclose the 
percent propylene oxide recited in claim 4. There is no demonstration that greater that 30% 
propylene oxide will not work in the composition. Future intended use carries no patentable 
weight in a composition claim; and if the instant composition is applicable as a tissue adhesive, 
the composition of Muller should also be applicable as a tissue adhesive since Muller discloses 
polyol and polyisocyanate. 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to apply the teachings of Muller to device compositions comprising 
one or more polyols terminated with a polyisocyanate and free polyisocyanate. One having 
ordinary skill in the art would have been motivated to use the desired amounts of PO and EO that 
would be expected to result in a flexible polyisocyanate polymeric composition/adhesive having 
the inherent properties of the adhesive. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blessing M. Fubara whose telephone number is (571) 272-0594. 
The examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on (571) 272-0602. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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